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DECISION ON REQUEST FOR 
RECONSIDERATION OF PATENT 
TERM ADJUSTMENT and 
NOTICE OF INTENT TO ISSUE 
CERTIFICATE OF CORRECTION 



This is a decision on the RESPONSE TO DECISION ON REQUEST 
FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT AND NOTICE OF 
INTENT TO ISSUE CERTIFICATE OF CORRECTION filed September 1, 
2009, which is being treated as a renewed petition under 37 CFR 
1.705(d). Patentees request that the patent term adjustment for 
the above- identified patent be corrected to one hundred forty- 
six days (14 6) days. 

The request for reconsideration of the patent term adjustment 
indicated in the patent is GRANTED . 

Patentees are given THIRTY (30) DAYS or ONE (1) MONTH, whichever 
is longer, from the mail date of this decision to respond. No 
extensions of time will be granted under 37 CFR 1.136. 

The patent term adjustment indicated on the patent is to be 
corrected by issuance of a certificate of correction showing a 
revised Patent Term Adjustment of one hundred forty- six days 
(146) days. 
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On March 17, 2009, the above- identified application matured into 
U.S. Patent No. 7,504,437 with a revised patent term adjustment 
of fifty-eight (58) days. On May 8, 2009, patentees filed a 
request for reconsideration of patent term adjustment under 37 
CFR 1.705(d) within two (2) months of the date the patent 
issued. On August 3, 2009, the Office mailed a decision 
granting the request for reconsideration to the extent that the 
patent term adjustment indicated on the patent was corrected by 
issuance of a. certificate of correction showing a revised patent 
term adjustment of eighty- one (81) days. On September 1, 2 009, 
patentees timely filed the present renewed petition within one 
month of the decision on the request for reconsideration of 
patent term adjustment mailed August 3, 2009. 

Patentees dispute the reduction of sixty- five (65) days under 37 
CFR 1.704(c) (10) for the filing of the "LETTER RE: USPTO 
COMMUNICATION DATED DECEMBER 11, 2008" on January 12, 2009. 
Specifically, patentees argue: 

The statements made by the Examiner in the December 
31, 2008 USPTO COMMUNICATION were not set forth in the 
December 9, 2009 NOTICE. 

[] In order to set the record ''straight" and reply 
to the Examiner's misstatements of USPTO practice and the 
law, patentees were thus compelled to file a paper in 
reply to. the December 31, 2008 USPTO COMMUNICATION. 
Patentees thus filed on January 12, 2009 a LETTER RE: 
USPTO COMMUNICATION DATED DECEMBER 31, 2008 (hereinafter 
referred to as the ''January 12, 2009 LETTER"). It was the 
filing of the January 12, 2009 LETTER that resulted in an 
erroneous reduction of 65 days of patent term adjustment, 
the reversal of which is being requested herein. 

The January 12, 2009 LETTER was patentees' first 
opportunity to reply to the Examiner's erroneous 
statements in the December 31, 2008 USPTO COMMUNICATION. 

As discussed hereinabove, the December 31, 2008 
USPTO COMMUNICATION referred to copies of Office Actions 
in copending family member applications that were 
submitted in patentees' IDS filed on October 24, 2008. In 
the January 12, 2009 LETTER, it was asserted that the 
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October 24, [2008] IDS was a proper Information 
Disclosure Statement in that it presented material 
information with respect to patentability, i.e., copies 
of Office, Actions in copending family member 
applications. The submission of copies of Office Actions 
in copending related applications was held to be an 
appropriate procedure in McKesson Information Solutions, 
Inc. V. Bridge Medical Inc. , 82 USPQ 2d 1865, 1885 (Fed. 
Cir, 2007) . 

Petition, 09/01/09, pp, 5-6. 

The Office has reconsidered patentees' argument and finds it 
persuasive. The record confirms that patentees filed a ''LETTER 
RE: USPTO COMMUNICATION DATED DECEMBER 11, 2008" on January 12, 
2009, after the mailing of the Notice of Allowance. Nonetheless, 
under the circumstances specific to this case, the filing of the 
"LETTER RE: USPTO COMMUNICATION DATED DECEMBER 11, 2008" should 
not be considered ''a failure to engage in reasonable efforts" to 
conclude processing or examination of an application and should 
not result in reduction of the patent term adjustment pursuant 
to 37 CFR 1.704(c) (10) . The record reveals that filing the 
"LETTER RE: USPTO COMMUNICATION DATED DECEMBER 11, 2008" on 
January 12, 2009, was patentees' first opportunity to address 
the matter- Accordingly, the reduction of sixty-five (65) days 
is not warranted and will be removed. 

In view thereof, the patent term adjustment indicated on the 
patent should be one hundred forty- six (146) days (289 days of 
Office delay - 143 days of applicant delay) . 

The Office acknowledges the previous submission of the $200.00 
fee set forth in 37 CFR 1.18(e). No additional fees are 
required. 

The application file is being forwarded to the Certificates of 
Correction Branch for issuance of a certificate of correction in 
order to rectify this error. The Office will issue a 
certificate of correction indicating that the term of the 
above -identified patent is extended or adjusted by one hundred 
forty- six (146) days. 
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Telephone inquiries specific to this matter should be directed 
to the undersigned at (571) 272-3211, 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 



Enclosure: Copy of DRAFT Certificate of Correction 



DRAFT COPY 

UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 

PATENT : 7.504,437 82 
DATED : Mar 17. 2009 

.INVENTOR(S) : Koyama et al. 

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby 
corrected as shown below: 

On the cover page, 

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted 
under 35 USC 154(b) by 58 days 

Delete the phrase "by 58 days" and insert ~ by 146 days— 



Day : Wednesday 
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